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Status 

1)13 Responsive to communication(s) filed on 08 September 2003 . 
2a)D This action is FINAL. 2b)E This action is non-final. 

3) D ?ii?° e H thiS appli ^ ation is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 1 453 0 G 213 
Disposition of Claims ' 

4) I3 Claim(s) 1^4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 13 Claim(s) U24 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 
a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 
a) ° The translation of the foreign language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachment(s) 



1) Q Notice of References Cited (PTO-892) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) D Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) U Other: 
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DETAILED ACTION 

This is in response to the paper submitted by Applicant dated September 8, 
2003. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-24 are currently pending in this application. Applicant failed to elect an 
invention as required by the previous Paper # 3, and as such another identical 
restriction requirement is being submitted herewith, following with Examiner's 
arguments. 

Election/Restriction 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 1 21 : 

I. Claims 1 -9, drawn to an apparatus, classified in class 204, subclass 276. 

II. Claims 1 0-24, drawn to a method, classified in class 205, subclass 99. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions II and I are related as process and apparatus for its practice. The 

inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus as claimed can be used to practice another and 
materially different process such as electrolytic etching or electroless plating. 
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3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper. 



5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

REMARKS - Response to Argument 

6. Applicant argues that the restriction is improper because the inventions can be 
searched together and a proper search for each invention would require search in both 
class 204 and class 205. Examiner must respectfully disagree. Applicant's suggestion 
of what a search of each invention should require is not dispositive that both inventions 
should be examined together. The question here is whether there is more than one 
"distinct" invention, and whether there would be an undue burden on the Examiner. 
Both of those questions are answered in the affirmative. 
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35 U.S.C. § 121 states that the Commissioner may require restriction if two or 
more "independent and distinct" inventions are claimed in one application. In 37 CFR § 
1.141, the statement is made that two or more "independent and distinct inventions" 
may not be claimed in one application. In view of these requirements, Applicant has not 
provided express admission that the claimed inventions are indistinct as required by 
Lee, and as such, the restriction as set forth in the previous Office (also set forth above 
for the sake of clarity) has been maintained, in re Lee , 199 uspq 108 (Deputy 
Asst. Comm'r. for Pats 1978). 

Furthermore, searching the two distinct inventions, each in it's own separate 
class, would present an undue burden on the Examiner because the structural 
limitations of the apparatus are not necessarily germane to the patentability of the 
method, and vice versa. Applicant's argument that a search in one class for one 
invention would customarily include search in the other class is not convincing. 
Accordingly the restriction requirement as first set forth in the previous Office action is 
hereby being made FINAL . 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wesley Nicolas whose telephone number is (703)305- 
0082. The examiner can normally be reached on Mon.-Thurs. from 7am to 5pm. 

The Supervisory Primary Examiner for this Art Unit is Roy King whose telephone 
number is (703) 308-1 146. The fax number for this Group is (703) 872-9310. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 308-0661 . 
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